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RECENT BRITISH DECISIONS 


PART I 


RECENT BRITISH DECISIONS ON TRADE-MARK MATTERS 
By Dr. Paul Abel, London 


Court decisions in Great Britain on trade-mark matters concern chiefly two 
problems: registrability of trade-marks and infringement of registered marks or 
passing-off. The shortage of goods in war times and the lessening of commercial 
competition has had the effect of making trade-mark disputes much less frequent 
than in normal times. Asa result there have been few decisions since the outbreak 
of the war, but most of them involve interesting problems. 


I. REGISTRABILITY OF TRADE-MARKS 


1. Not infrequently, traders attempt to overcome the rule which excludes de- 
scriptive or non-distinctive words from registration by applying for registration of a 
mis-spelling of such words. Such a case was dealt with by the Court of Appeals, 
London, on April 23, 1941." The National Machinery Co. of Tiffin, Ohio, applied 
for registration of the word “Dex” in Class 6 in respect of bolts and screws, which 
word had been registered as a trade-mark in the United States. The Assistant 
Comptroller of the British Patent Office refused this application. He stated that 
the word “Dex” is orally indistinguishable from and a mere mis-spelling of the 
ordinary plural “Decks”; that there is a special type of bolt designed for use in 
ships’ decks; and that the word “Dex” is, therefore, descriptive (or, alternatively, 
deceptive) and in either case non-distinctive and not registrable in respect of bolts 
and screws. He refused also the registration for other bolts than deck-bolts because 
in such case the word “Dex”’ might mislead as to the nature of the applicants’ goods 
(section 11 of the British Trade-Marks Act, 1938). Mr. Justice Farwell confirmed 
this decision. He said the question was one which, like so many of these trade- 
mark applications, was near the line and referred to the dictum of Lord Dunedin’ that 
“unless the Registrar has gone clearly wrong, his decision ought not to be inter- 
fered with.” Mr. Justice Farwell continued he could not find that the learned 
Assistant Comptroller has gone wrong on the question of fact so that he did not 
see a reason to differ from his decision. The Judges considered, moreover, that the 
mark had not been used by the applicants, as far as Great Britain was concerned, 
and that they could not claim any good will in Great Britain in connection with the 
mark, so that it was no particular hardship for the applicants if this particular 
mark was not registered in Great Britain. The Court of Appeals (Lord Justices 
MacKinnon, Clauson, Luxmore) dismissed the applicants’ appeal against this 
decision. 
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This case is all the more interesting as the point of view taken by the British 
Courts differed from that of the authorities which accepted for registration the same 
trade-mark in the United States 

2. The above case should be compared with the Trakgrip case. Dunlop 
Rubber Co., Limited, of Birmingham, applied for the registration of the word 
“Trakgrip” in respect to pneumatic tires for vehicle wheels in Class 12. The As- 
sistant Comptroller summarized the effect of the evidence in the following manner : 
The applicants had used the trade-mark in question for more than nine years before 
the date of the application. More than 360,000 tires to the value of about two 
million pounds had been sold. More than sixty trade declarations were offered by 
the applicants. The persons who made these statutory declarations said that they 
had known the mark for a long period either upon or in connection with tires sold 
by the applicants. Those tires were particularly adapted for heavy road vehicles of 
a large type. 

The Assistant Comptroller refused the application. He held that “Trakgrip” 
was descriptive and laudatory and that other traders might legitimately wish to use 
the word “Trakgrip” in connection with their goods. 

Mr. Justice Simonds (Chancery Division of the High Court of Justice) allowed 
the appeal from this decision and directed the Assistant Comptroller to proceed with 
the application.* He referred to the words of Lord Justice Romer in the Sheen 
case: ‘‘The applicant’s chance of success largely depends upon whether other 
traders are likely, in the ordinary course of their business, and without any improper 
motive, to desire to use the same mark, or some mark nearly resembling it, upon 
or in connection with their own goods.” Mr. Justice Simonds arrived, after a care- 
ful consideration of all relevant facts, at the conclusion that such a likelihood did not 
exist in the case of the word “Trakgrip.” He stated that no instance had been 
called to the attention of the Court where anybody had sought to use this word as 
descriptive. Though the term “Trakgrip,” he said, was not an invented word it yet 
was a word hitherto unknown to the English language. “It is in truth a coined word 
and what familiarity it has either in the trade or to the public in general is due to the 
fact that it has been used to a great extent by the applicants in the advertisement of 
their own goods.” 

This decision rightly stresses the principle that the question as to whether a word 
lacks registrability on the ground of lack of distinctiveness is to be decided in the 
first place not according to the rules of etymology, but to the requirements of fair 
trade. 

3. The question whether a trade-mark is to be considered deceptive with re- 
spect to “medicated preparations in solid form for human use as laxatives” if the 
same word is registered and used for “Chocolate and chocolates” has been dealt 
with by the Chancery Division, as reported in Trade-Mark Reporter, June, 1941 
Black Magic case.‘ 


. 134 (March 23, 1942.) 
. 91 (October 30, 1940. 
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II. TrapeE-MARrK INFRINGEMENT AND PASSING-OFF 


1. The Bisurated case. The plaintiffs Bismag, Ltd., are registered proprietors 
of the trade-mark “Bisurated” for “a medicinal stomachic powder for human use” 
and for “‘chemical substances prepared for use in medicine and pharmacy.” The de- 
fendants Amblins (Chemists) Ltd. published a pamphlet in which there were set 
out in two columns, one headed: “List of advertised patent medicines sold by us,” 
prescriptions including inter alia “Bisurated Magnesia Tablets with an analysis and 
price; and the other, headed “Amblins’ Medicine (Brand) Prescriptions,” the 
words “Bismuthated Magnesia Tablets” with a like analysis and a price much lower 
than the other. 

Bismag, Ltd., sued Amblins (Chemists) Ltd., for trade-mark infringement be- 
cause of the use of the trade-mark “Bisurated.” Mr. Justice Simonds (Chancery 
Division) gave judgment in favor of the defendamts. He held that the word 
“‘Bisurated” was not used in the pamphlet in relation to the defendants’ goods, but in 
relation to the goods of the plaintiffs and that there was, therefore, no infringement 
within the meaning of section 4 of the British Trade-Mark Act, 1938. The Court of 
Appeal (The Master of the Rolls Sir (now Lord) Green, Lord Justice Clauson, 
Lord Justice Mackinnon dissenting )° allowed the plaintiffs’ appeal. The essence of 
the very detailed reasoning of the Court was that the defendants were using the 
trade-mark as a convenient method of describing their own goods, for the purpose 
of advertisement, compendiously describing the virtues of their own goods and thus 
obtaining a benefit for the reputation enjoyed by the plaintiffs’ goods sold and identi- 
fied by the plaintiffs’ registered trade-mark, an argument which appears to be fully 
convincing. 

2. June case. The plaintiffs, Saville Perfumery, Ltd., are owners of the 
registered trade-mark “‘June” written in a special form for perfumery. The defend- 
ants June Perfect, Ltd., and F. W. Woolworth & Co., Ltd., manufactured and sold 
respectively articles within the same class under labels bearing the word “June.” 
The plaintiffs asked for an injunction for infringement of their trade-mark and for 
passing-off, against the first defendants also an injunction to restrain them from 
trading in perfumery or toilet articles under any name containing the word “June.” 
Mr. Justice Bennett (Chancery Division) dismissed the suit. He held that there 
was no representation by the defendants on the labels that the articles were manu- 
factured or sold by the plaintiffs. The Court of Appeals (The Master of the Rolls 
Lord Green, Lord Justices Clauson and Goddard) allowed the appeal from this 
decision. The Court said—and this is of great fundamental importance—that, in an 
infringement action, the fact that the defendant makes it clear that the commercial 
origin of the goods indicated by the trade-mark is some other business than that of 
the plaintiff, avails him nothing, since infringement consists in using the mark as a 
trade-mark. The statutory protection is absolute in the sense that once a trade- 
mark is shown, the user of it cannot escape by showing that, by something outside 
the actual mark itself, he has distinguished his goods from that of the registered 


5. 57 R. P. C. 209 (December 21, 1939). 
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proprietor. The Court dealt also with the question of resemblance of trade-marks 
and laid down the principle that traders cannot be expected to carry in their heads 
the details of any particular mark and that the mark comes to be remembered by 
some feature in it which strikes the eye and fixes itself in the recollection. 

The House of Lords (Viscount Maugham, Lord Russell of Killowen, Lord 
Romer) dismissed the appeal of the defendants,® but varied the order of the Court 
of Appeals by omitting the injunction as to the use of the name “June” in the style 
of the first defendants because the latter might be able by proper precautions to sell 
their articles in connection with their name “June Perfect Ltd.” while clearly dis- 
tinguishing those goods from the goods of the plaintiffs. 

3. Quite interesting is a case decided by the Privy Council under Indian law. 
The plaintiffs Thomas Bear & Sons (India) Ltd., traded in British India in smoking 
tobacco and cigarettes under trade-marks containing a Red Elephant and their goods 
were known by that name. There were at the time no statutory provisions for 
registration of trade-marks in India. The defendants Prayay Naram & Jagenath 
sold chewing tobacco under a mark containing an elephant. Plaintiffs sued to re- 
strain them from so doing. There was no evidence of actual deception nor was any 
evidence offered as to the probability of confusion by the use of an elephant for 
chewing tobacco. The High Court of Judicature of Allahabad dismissed the action. 
The plaintiffs appealed to the Judicial Committee of the Privy Council without suc- 
cess.’ Their Lordships considered that it was up to the Judge to form his own 
view as to the resemblances of the elephants in shape and color or as to the differ- 
ences between them, but not as to the question whether the purchasers of chewing 
tobacco from the defendants are likely to be misled into thinking that that article is 
manufactured or sold by the plaintiffs. This question has to be decided on evidence, 
all the more so as plaintiffs have no monopoly in the elephant as a trade-mark. The 
plaintiffs have offered no evidence as to the probability of deception and have failed 
to discharge the onus which lay on them so that the action had to fail. The impor- 
tant point in the case is that, in view of the law of India at the time, plaintiffs had no 
protection by a registration, therefore, could not avail themselves of the prescription 
of exclusive right afforded by expiration. 

4. Staunton case. John Jaques & Son, Ltd., had used since about 1850 the 
word “Staunton” for their chessmen. The defendants Chess Company used the ex- 
pression “Genuine Staunton” for chessmen manufactured by them. The evidence 
showed that many traders understood by “Staunton” chessmen of a certain kind 
without any reference to the source of manufacture. Mr. Justice Crossman (Chan- 
cery Division) held that the addition of the word “Genuine” led to the belief that the 
plaintiffs were the manufacturers and gave judgment in favor of the plaintiffs. The 
Court of Appeals* arrived at the opposite conclusion and allowed the defendants’ 
appeal ; the Court was of the view, that if the term “Staunton” did not refer to a 
particular manufacturer the addition of the word “Genuine” could not have the effect 


. 58 R. P. C. 147 (April 2, 1941). 
R. P. CGC 


6 
7. os 45 (March 7, 1940). 
8. 1940 All England Law Reports, vol. 2, p. 185 (February 19, 1940). 
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of referring to such manufacturer. We think, with due respect that this view does 
not appear cogent under all the circumstances of the case. 

5. A somewhat unusual case of passing-off was tried by Mr. Justice Uthwatt 
(Chancery Division) on February 16 and 19, 1943.° Mr. Cecil Lyle is the producer 
of ‘“Lyle’s Cavalcade of Mystery,” an entertainment the centre of which he used to 
advertise as “the world-famous illusion: Sawing a Women in Half.” The London 
Society of Magicians and Seymour Salmon & Co. announced “an afternoon of 
mystery” during which the illusion “Sawing a Woman in Half” would be produced. 
Lyle lodged a motion to restrain the London Society of Magicians and Seymour 
Salmon & Co. from advertising the illusion—in which he did not claim any exclusive 
right—under the description mentioned above. He submitted that the public would 
associate with him a performance announced under the title. After having heard 
witnesses, Mr. Justice Uthwatt dismissed the motion. He said that a person might 
be able to show that a particular description of anything had become so completely 
associated with him, and him alone, that the use of the words would indicate that he 
was responsible for what was advertised (a standpoint which—as we may add—is 
admitted also with regard to titles of books, newspapers, films, etc., which are per se 
descriptive but have become distinctive),’® but his Lordship was not satisfied that 
Lyle had succeeded in showing that the ordinary person, on seeing the defendants’ 
announcement, would at once jump to the conclusion that the performance was one 
by, or authorized by Mr. Lyle. 


III]. MiscELLANEOUS CASES 


1. Sir William S. Jarratt has shown in 32 T.-M. Rep. p. 119, the legal situation 
of ‘‘Enemy-owned trade-marks in Great Britain.” He referred to Regulation 6 of 
the Defence (Patents, Trade-Marks, etc.) Regulations, 1941, which provides that a 
licensee who can show a good case under section 3 for the suspension of a trade- 
mark indispensable for the selling of the goods of the patentee, may be given an 
order of suspension, notwithstanding that the trade-mark is registered in the name of 
a non-enemy. This Regulation 6 had replaced Regulation 60E; the wording re- 
mained unaltered. 

A number of applications were made under this Regulation in respect of trade- 
marks owned by Bayer Product, Ltd., a British company. The latter applied for 
leave to move for an order prohibiting the Comptroller from making orders on these 
applications. They alleged that the said Regulation was ultra vires on the ground 
that the respective Order of Council exceeded the power granted by Parliament 
under the Emergency Powers (Defence) Act, 1939. This act authorizes the King 
to make, by Order in Council, such Defence Regulations “as appear to him necessary 
or expedient for securing the defence of the realm, the maintenance of public order 


9. Reported in The Times, February 17 and 20, 1943. 

10. Compare two Canadian cases, concerning the titles “The Man Who Broke the Bank at 
Monte Carlo” (Francis Day & Hunter, Ltd. v. Twentieth Century Fox Corporation, Ltd.; Privy 
Council, October 12, 1939; (1940) Appeal Cases, p. 112) and “Who’s Who?” (International 
Press, Ltd. v. Tunnell; (1938) 1 Dominion Law Reports, p. 393), see the jurisdiction in other 
countries in “Le Droit d’Auteur,” Berne, passim. 
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and the efficient prosecution of any war .. . and for maintaining supplies and services 
essential to the life of the community.” Bayer Products, Ltd., alleged that the 
Regulation was neither “necessary” nor “expedient” for any purpose laid down by 
the Act, at least in so far as the Regulation allowed the “confiscation” of trade-marks 
owned by British people. A Divisional Court of the High Court of Justice (The 
Lord Chief Justice Viscount Caldecote, Mr. Justice Humphreys and Mr. Justice 
Singleton) dismissed the motion and the Court of Appeal” (Lord Justices Scott, 
Clauson, Goddard) confirmed this decision. Both instances held that it was for the 
King in Council and not for the Court to judge of the necessity or expediency of the 
Regulation ; the Court had no power to enquire into the reasons which had caused 
the King to make the Regulation. Leave to appeal to the House of Lords was re- 
fused. Important questions on constitutional law were at issue in this case. 

2. A case of considerable interest to the patent medicine trade was decided by 
Mr. Justice Atkinson (King’s Bench Division) on October 14, 1942.” Mr. John 
Cyril Nairne and Mr. Noel Spencer Nairne commenced a test suit against Stephen 
Smith & Co. and the Pharmaceutical Society of Great Britain in which they claimed 
an injunction against the first defendants to restrain them from selling their “Hall’s 
Wine” by retail unless there was written on the container or a label the appropriate 
designation and quantitative particulars of the constituents or ingredients in accord- 
ance with the provisions of the British Pharmacy and Medicines Act, 1941. The 
object of this latter Act was to let the public know the composition of medicines 
which they were buying. The decisive question was whether “Hall’s Wine” which 
was advertised as a “tonic beverage” was a medicine or merely a drink. The Judge 
answered this question in favor of a medicine because he considered that this article 
was advertised on the label not as a drink for the usual purpose of a drink, namely 
the quenching of thirst, but that the substance should be used for the treatment of an 
ailment. The injunction was accordingly granted. This decision is of importance 
for a large group of articles the owners of which didn’t wish to be classified as 
manufacturers of medicines. Henceforth they will have to comply with the rather 
severe provisions of the Act of 1941. 


UNREGISTERED USER UNDER THE CANADIAN UNFAIR COMPE- 
TITION ACT, 1932 


By Russel S. Smart, K.C., Ottawa 


Considerable uncertainty exists in Canada as to the rights of an unregistered 
user of a trade-mark, these difficulties being principally created by certain amend- 
ments made during the progress of the Bill, which resulted in the Act, through the 
House of Commons. The relevant sections are 3, 4 and 11, copies of which follow 
this article. Section 3 prohibits the knowing adoption of any trade-mark which 


(a) is already in use in Canada and registered ; 
(b) is already in use in another country and known in Canada by distribution of the 
ware or by publication. 


11. 58 R. P. C. 251 (July 1, 1941). 
12. Reported in The Times on October 15, 1942. 





UNREGISTERED USER UNDER CANADIAN ACT 35 


On its face, this section places a non-resident in Canada in a more favorable position 
than a resident, since no requirement is made in this section that the non-resident 
should be registered. 

Section 4 declares that a person who first uses or makes the trade-mark known 
in Canada, as provided in Section 3, shall be entitled to the exclusive use if he 
makes application for registration within six months. Reading the first sub-section 
of Section 4 by itself and assuming that the provisions of Section 3 are to be incor- 
porated therein, it would follow that the first user who fails to make application for 
registration within six months of his date of first use, would not be entitled to the 
benefit of the section and might lose his rights as against a person who effected 
registration within this period. This conclusion is further emphasized by sub- 
paragraph 2 of Section 4 which provides that the use by a person who is not regis- 
tered, shall not confer on such person any right, title or interest as against a person 
who is registered. There is, however, a saving clause in sub-paragraph 3 of Sec- 
tion 4 which enables application to be made after expiration of the six months’ period 
but this is subject to the qualification that the mark has not been registered by 
another person, and by the requirement that the application shall not be registered 
or allowed until after the six months’ period. 

The net effect of Sections 3 and 4, if read literally, is that the rights of a first user 
to register may be lost if he fails to make application within six months of use and 
if another and even later user in the meantime obtains registration. The Exchequer 
Court of Canada in two decisions has accepted this construction of the statute. The 


first decision was that of Canada Crayon Co. v. Peacock Products Co., (1936) Ex. 
C. R. 178, in which the facts and conclusion are sufficiently indicated in the head 
note which reads: 


Petitioner commenced the use of the word “Peacock” and the representation of a 
peacock as a trade-mark in July, 1926, but failed to apply for registration of such trade- 
mark until April 7, 1934. On February 21, 1933, respondent, acting in good faith, obtained 
registration of its trade-mark, similar in appearance to that of petitioner, which it had 
been using since December, 1932. The Unfair Competition Act, 22-23 Geo. V, c. 38, came 
into force on September 1, 1932. Petitioner applied to have respondent’s trade-mark 
expunged or amended. Held: That, since petitioner had not applied for registration of 
its trade-mark within six months from the date on which the Unfair Competition Act came 
into force, as required by s. 4 of said Act, the action should be dismissed. 


This was a decision of Mr. Justice Angers, who, in the later decision of Bushstein 
v. Disston, (1940) Ex. C. R. 79, applied the doctrine of Canada Crayon Co. v. 
Peacock Products Co., supra, and said: 


As a result of the defendant’s failure to apply for the registration of the trade-mark 
“Lumberman,” which the evidence shows to have been first used by the defendant in 1927, 
within six months from the coming into force of the Unfair Competition Act, namely, 
September 1, 1932, the registration of the plaintiff’s trade-mark “Lumberman” is valid 
and must remain on the register. 


The learned Judge, while supporting the registration in this way, went on to hold 
that the registration did not entitle the plaintiff to the exclusive use of the mark in 
Canada as against the defendant who proved he had used it first, stating that: 
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The only question which I have to decide is whether the registration by the plaintiffs 
of the trade-mark “Lumberman” entitles them to the exclusive use thereof in Canada and 
whether they can prevent the defendant from using it. After a careful perusal of the 
evidence and the argument of counsel and an attentive study of the statute and the doctrine, 
I have reached the conclusion that the above question must be answered in the negative. 
I believe that this conclusion logically arises from the words “first uses or makes known” 
contained in subsections (1) and (3) of Section 4: see Continental Oil Co. v. Commis- 
sioner of Patents (1) in which the learned President, dealing with the application for 
registration of a word mark by Continental Oil Company, made within six months from 
the date of its first use in Canada, stated “it would also be necessary to establish that it 
was first to use or make known that mark in Canada, in order to obtain the exclusive use 
of such mark in Canada.” This statement is perhaps only an obiter dictum in so far as 
the actual point in issue in that case is concerned but it is an opinion which, I may say 
with deference, seems to me proper and well founded. The same statement would likewise 
apply, in my judgment, to an application made under subsection (3) of Section 4. 


If the law is left as stated in this case, it would mean that, while a later user who 
registered could not have his trade-mark expunged, his registration would not be 
effective against an earlier user. On the other hand, such earlier user, not being 
able to obtain registration, would be in great difficulties as to suing any other in- 
fringer, having regard to subsection (4) of Section 4. 

Both of the foregoing decisions have been attacked in cases heard before the 
Supreme Court of Canada but the latter court has not dealt with them in any decision. 

The argument against Canada Crayon Co. v. Peacock Products Co. is based in 
part on Section 11 of the Unfair Competition Act which indicates that the purpose 
of the Act is to avoid dishonest practice. It forbids, both generally and specifically, 
the adoption of any business practice “contrary to honest industrial and commercial 
usage,” and if Section 4 is examined in the light of Section 11, a construction may be 
reached which would leave the law where it was before the Unfair Competition 
Act was passed. 

A close examination of the opening lines of Section 4 (1) leads to an inference 
that there is an obvious error in them and that the reference back to Section 3 was 
intended only to apply not to first use but to first making known and that the section 
properly read should read: 


The person who, in Canada, in association with wares, first uses, or first makes known 
as provided in the last preceding section, a trade-mark, etc. 


The reference back to Section 3 is necessary only for the “makes known’”’; it is 
meaningless as applied to “uses.” 

If Section 4 is so construed there is nothing in the statute which in terms confers 
a right to register upon anyone except the first person to adopt and either use or 
advertise a given mark on a given class of wares. That anyone else is entitled to 
obtain a registration and to maintain it against the first user is at best a mere infer- 
ence from two ill-drawn and obscurely expressed sections which, if the inference is 
right, are inconsistent with other sections expressing a reasonable principle and 
with which Sections 3 and 4 should not be construed as conflicting. 

The view is reinforced by reference to Section 10 (b). According to the pro- 
visions there to be found a mark is to be presumed to have been adopted “knowingly” 
if, among other things, the person adopting it “was in ignorance of the use of the 
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same or of a similar unregistered mark.” The case of the adoption of a similar 
registered mark is covered by Section 18 (2). Moreover, the antithesis between 
Section 4 (4) on the one hand and Sections 11 and 29 on the other is obvious, 
although it must be conceded that the limitation of the operation of Section 21 to 
cases arising before the Act came into force points in the opposite direction. 

On this interpretation of the law it is necessary still to consider the effect of 
Section 4 (2), the provisions of which may be read as operating only in favor of 
the first user who registers under subsection (1) or perhaps under subsection (3). 
That person is not to be faced with a claim by another user whose use of the mark 
without registration has begun later, but has been concurrent with his own use of 
it before registration, subject only to such distribution of territory or differentiation 
as may be made between them under Section 21. The subsection is not to be read 
as depriving the first user of his right to his own earliest established mark in favor 
of a later user who beats him to the registry and asserts a claim “contrary to honest 
industrial and commercial usage.” 

Until the law is clarified by a decision of the Supreme Court, the way of safety 
for any trade-mark owner is to make certain that his application for registration in 
Canada is filed within six months of the date of his first use. 

* * * 


Following are Sections 3, 4 and 11 of the Canadian Unfair Competition Act of 
1932, referred to above: 


3. No person shall knowingly adopt for use in Canada in connection with any 


wares any trade-mark or any distinguishing guise which 


(a) is already in use in Canada by any other person and which is registered pursuant to 
the provisions of this Act as a trade-mark or distinguishing guise for the same or 
similar wares ; 


(b) is already in use by any other person in any country of the Union other than Canada 
as a trade-mark or distinguishing guise for the same or similar wares, and is 
known in Canada in association with such wares by reason either of the distribu- 
tion of the wares in Canada or of their advertisement therein in any printed publi- 
cation circulated in the ordinary course among potential dealers in and/or users of 
such wares in Canada; or 


(c) is similar to any trade-mark or distinguishing guise in use, or in use and known as 
aforesaid. 


4. (1) The person who, in association with wares, first uses or makes known 
in Canada, as provided in the last preceding section, a trade-mark or a distinguish- 
ing guise capable of constituting a trade-mark, shall be entitled to the exclusive use 
in Canada of such trade-mark or distinguishing guise in association with such wares, 
provided that such trade-mark is recorded in the register existing under the Trade- 
Mark and Design Act at the date of the coming into force of this Act, or provided 
that, in compliance with the provisions of this Act, he makes application for the regis- 
tration of such trade-mark within six months of the date on which this Act comes 
into force, or of the date of his first use thereof in Canada, or of the date upon which 
the trade-mark or distinguishing guise was first made known in Canada, as provided 
in the last preceding section, and thereafter obtains and maintains registration thereof 
under the provisions of this Act. 
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(2) The use of a trade-mark or a distinguishing guise capable of constituting a 
trade-mark by a person who is not registered as the owner thereof pursuant to the 
provisions of this Act shall not confer upon such person any right, title or interest 
therein as against the person who is registered as the owner of the same or a similar 
trade-mark or distinguishing guise. 

(3) Notwithstanding the provisions of subsection one of this section, the person 
who first uses or makes known in Canada, in association with wares a trade-mark 
or a distinguishing guise capable of constituting a trade-mark, may apply for and 
secure registration thereof after the expiration of any of the periods of six months 
specified by subsection one, provided the same or a similar trade-mark or distin- 
guishing guise has not been registered by another for use in association with the 
same or similar wares, but such application shall not be allowed or the registration 
of such trade-mark made before the expiration of a period of six months from the 
date of such application. 

(4) No person shall institute any proceedings in any court to prevent the 
infringement of any trade-mark unless such trade-mark is recorded in the register 
maintained pursuant to this Act. 


11. No person shall, in the course of his business, 


(a) make any false statement tending to discredit the wares of a competitor ; 

(b) direct public attention to his wares in such a way that, at the time he commenced so 
to direct attention to them, it might be reasonably apprehended that his course of 
conduct was likely to create confusion in Canada between his wares and those of a 
competitor ; 

(c) adopt any other business practice contrary to honest industrial and commercial usage. 


POOLING AND TRADE-MARKS 


In a recent article in Printers’ Ink’ by Carroll J. Swan, attention is called to the 
threat for trade-marks involved in plans for some time under consideration in Wash- 
ington for the integration of the manufacture and distribution of products. Mr. 
Swan points out that “pooling may place drastic restrictions on many a nationally 
advertised product and upset the cart that takes those products to market. It may 
even extend its influence into the post-war era if it becomes well enough established.” 

Referring to the British experience, he indicates how the plan works: “Before 
the war there were distributed in England various competing brands of porridge. 
Housewives were able to choose the particular brand that they preferred. Manu- 
facturers were able to establish brand preference for their particular porridge 
through competitive advertising and selling. Now in England there is only one 
porridge for sale. The housewife has no freedom of choice. She goes to the grocer 
and takes whatever porridge she can get out of a large barrel representing the com- 
bined unbranded porridge manufacture of England. That is pooling.” 

The British resorted to “pooling” or concentration schemes in order to meet 
acute labor and transportation shortages. It is maintained that similar shortages 


1. Issue of November 13, 1942, p. 15. 
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will be experienced in the United States and there is no alternative but to adopt 
similar measures for some of our own industries. 

Mr. Swan further refers to the petrol pooling in England and the obliteration of 
the trade-names of the various distributors and the substitution of the universal 
designation “Pool.” He then continues: In the United States, events point to the 
necessity of pooling gasoline distribution on the East Coast. But a quick survey 
among a representative group of brand advertisers in the region discloses an attitude 
that is decidedly more enlightened than the British. 

Actually, gasoline on the East Coast has been pooled to a small extent for some 
time. In individual cases where one of the big chains was not able to distribute 
because of local and temporary difficulties, it would get a tank truck from one of 
the rival brands to deliver instead. But this was only spotty, and has not been done 
on an organized basis. By and large the gasoline companies have got their own 
gasoline to their own pumps, devoid of pooling. 

Now the East Coast gasoline industry is being organized with the possibility of 
instituting an industry pool. L. T. Kittinger, formerly of Shell Oil and the WPB, 
will be manager of supplies and distribution of District 1, chosen for that post by 
the sub-committee on supplies and distribution of the Petroleum Industry Commis- 
sion. This means that he will be the boss of East Coast gasoline pooling when it 
comes. 

Under the new set-up, according to latest advices, distribution of gasoline in this 
area may be completely pooled. Two kinds of gasoline, Premium 80 Octane and 
Regular 72 Octane, will be all that can be had in the East. There will be no brand 
differences. What are the gasoline distributors going to do with their brand pro- 
motions under these conditions? They will keep up their brand advertising no 
matter what may happen. 

They are going to see to it that there is no obliteration of the trade-names. . . . 
Thus, although they will in all likelihood be up against the same kind of pooling 
that has spread over England, it will be handled differently in respect to brand 
advertising. Theirs is the sound point of view for the other industries that may face 
pooling. 

This will be true in particular of those industries which have similar distributive 
set-ups, in which branded merchandise is distributed through highly organized and 
overlapping outlets which handle one brand exclusively. Because such exclusive 
chains overlap, there is cross-hauling. Zoning of distribution—with chain outlets 
intermingled as they are—would be impossible. When the transportation shortage 
becomes serious, pooling is apt to be considered the means to eliminating the cross- 
hauling, and to saving transport equipment and manpower for other tasks. 

It is also in these same industries, however, that the opportunity for continued 
brand advertising is best. They have the dealer organizations to do necessary service 
work and keep the brand name alive at the point of sale. There is every reason for 
them to continue advertising in the manner planned by the gasoline distributors. 

Pooling of distribution can also be the result of pooling of manufacture. The 
activities of the WPB in forwarding concentration-of-industry plans for many 
products forecasts the possibility of those products eventually coming under an all- 
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out pooling order. Unfortunately, the first plan of this kind—the Victory Stove 
project—has so far been a dismal failure. 

The idea behind the V Stove wasn’t bad, considering the emergency that war 
has created in stove manufacture. A restriction of stove manufacture was essential ; 
but some new stove production is also essential to supply those people who really 
need new stoves during the war. Only those manufacturers in “Group C” (in non- 
critical labor areas and which were not among the largest manufacturers that the 
government wanted to convert to war work) were to continue stove manufacture. 
Their production would be standardized and simplified to production of a few 
stripped models that would be sold under the pooled brand name of V Stoves. 

But no sustained production of the stoves has been accomplished. The Institute 
of Cooking and Heating Appliance Manufacturers reports that of the 150 com- 
panies theoretically permitted to manufacture the V’s, only about six have actually 
got into production. Several hitches have intervened. There has been a shortage of 
raw materials. Some doubt has been cast on the legality of the WPB’s requirements 
for the stoves. The OPA has not seen eye-to-eye with the manufacturers on prices. 
There has been a lack of a satisfactory profit motive for the manufacturers. So 
there are plenty of snags that a pooling effort can run up against. 

In the kitchen utensil field steps toward pooling have been taken. But the 
changes have only been in the direction of this sort of restriction and may very likely 
never have to go any further. The WPB has cut-down drastically the variety of 
kitchenware that can be made from strategic metals. It has tended to specify only 
those types of kitchenware that can be of service both in the army and in the home. 
This is a long step in the direction of standardization, a forerunner of any pooling 
program. But as yet no pooling order for the kitchenware field has been developed. 

Virtually, however, the manufacturer who can make, for example, griddles in 
only two specific shapes has been put in a class directly comparable to his com- 
petitor, and has become one member of a manufacturing pool. He will still, on the 
other hand, not be a member of a distribution pool; for he can still sell his product 
with his own brand name, through the same retailers and with much the same style 
advertising with which he has won consumer respect for his merchandise previously. 

Kitchen enamelware has been cut from a peacetime total of 450 items to a war- 
time limitation of 25. This, it is hoped, will save 25 percent of iron and steel con- 
sumption currently going into enamelware. Cast iron kitchenware has been cut 
from 200 to 12 items. It is hoped that last year’s consumption of 10,520 tons of pig 
iron will be reduced by 6,170 tons. 

The object of the WPB’s order simplifying kitchenware production is to cut 
iron and steel consumption and to increase unit output on items considered essen- 
tial. There is no question involved at the present time of reducing transport and 
labor consumed in distribution of the items, although the simplification will likely 
result in considerable savings. 

This brings up the question of using restrictions which place a partial pooling 
organization on industry as a compromise that will eliminate distribution waste and 
at the same time preserve the accustomed structure of distribution. Such restric- 
tions have already been self-imposed on the ice cream industry. The industry has 
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of its own accord reduced the number of ice cream flavors manufactured far below 
the requirements which the government set up. This was done as part of an over-all 
effort to set a record in the reduction of transportation in the field. At the same 
time the number of “specials” has been reduced; and drivers put on a schedule of 
less frequent delivery to the retail outlets. Through these changes, the brand selec- 
tion of the different manufacturers has become more comparable. But brands still 
hold sway ; while the industry, according to a survey made by The Ice Cream Trade 
Journal, reduced mileage by 32.5 percent. 

Perhaps this reduction of lines and trend to standardization is one way to avoid 
pooling of an industry. In any pooling operation, standardization is needed; but 
in some industries where pooling might be resorted to, standardization would solve 
the problem, putting into force a method of control of production and distribution 
which is much less onerous to the advertiser of a national brand. Therefore, such 


standardization as that accomplished by the ice cream manufacturers is a timely 
move. 


The pooling of distribution has not become a fact as yet to any great extent. As 
the war goes on it is likely to take an ever more important part, and become as 
extensive, perhaps, as in England. The ultimate in pooling is that which has taken 
place in England with the milk industry. 

England’s milk industry has been “nationalized,” with Lord Woolton, Minister 
of Foods, becoming virtual dictator of milk distribution. The Milk Marketing 
Board is the sole buyer of all milk produced in the country, except that required by 


producer-consumers for their own use. The Food Ministry rebuys from the Board 
and sells to distributors. Collection and transport are strictly organized to prevent 
overlapping of distribution, and prices are fixed. A single organization will collect 
all the milk produced in each district ; and organization of distribution will take place 
in all cities with populations of 10,000 or more. In urban areas with a population 
of over 10,000, retail sales are “rationalized” (delivered by a distributors’ pool). 
Dairymen everywhere are required to form associations to cut out overlapping of 
deliveries. Thus a combination of pooling and zoning restrictions have been put 
into force under direct supervision of the government for milk distribution in 
England. 

Will restrictions of this kind persist after the war? “In the trend toward ration- 
alization,” answers the London Economist, “there is a lesson for peacetime when 
competition must either bid prices down instead of up or be replaced by the direct 
state distribution of necessities!’ Radicals in the consumer movement will doubt- 
less be pleased at this elimination of what they call “confusion of choice.” 

However, if the advertisers of national brands take a sufficiently enlightened 
point of view in this country there will be no danger of distribution pools outlasting 
the war. If brand names are kept alive in spite of the fact that they may be subject 
to pooling, the public will demand their return to the market after the war. The 
people will want their “freedom of choice” among competing brands back as part of 
the way of life for which they will have fought and won. 
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On this same subject, we reprint below from the Congressional Record of Feb- 
ruary 3, 1943, portions of a discussion in the House of Representatives on a proposed 


resolution by Mr. Halleck, of Indiana, for the appointment of a committee to 
investigate : 


(1) whether the WPB and OPA are formulating plans with the view to . . . . discarding 
brand names ; 


(2) whether and to what extent such plans are necessary in connection with the war 
effort; 


(3) the extent to which such plans may represent an attempt to change our domestic 
economy along lines not authorized by Congress.* 


The following excerpts of Mr. Halleck’s address will be of interest to our 
readers : 


“We hear that Great Britain has gone far along this line. Well, maybe in Eng- 
land such a program could have a bearing on the war effort. But British experience 
does not necessarily justify it here where we do not have anything like the problem 
they have had in England with labor and material shortages. And if we are going 
to have this sort of regulation here, we in the Congress must demand that we know 
in detail what the program is and that our needs justify it.” 


* * * 


“I should say the paramount necessity is for the people to know what part of 


this current program of simplification and standardization is actually designed for 
the immediate purpose of speeding up the winning of the war and what part the 
bureaucrats plan as a measure of increased, permanent governmental control over 
business to continue after the war. We may also find some parts of the program 
which do not deserve even wartime tolerance because they are against the public 
interest and of no help at all in winning the war. If so, those parts should be quickly 
identified and eliminated. The apprehension of the Members of this House, as 
revealed in speeches made on the floor during the past two weeks, can best be 
transformed into a safety check by having it specifically ordered by legislation that 
certain wartime measures and regulations will cease when the war ends.” 


>: = we 


“T have before me a clipping from the New York Journal-American of Janu- 
ary 23. In it the chairman of the House Foreign Affairs Committee, the gentleman 
from New York [Mr. Bloom], is quoted in connection with OPA grade labeling 
as follows: 


There is absolutely nothing in our economy, because of the war, of such gravity as to 
justify any action that would destroy trade-names. There is no justification for the 
destruction of trade-marks that signify a certain brand. 


Our colleague the gentleman from Texas [Mr. Patman], also of the majority 
side, and chairman of the House Committee on Small Business, on which I have been 
privileged to serve, was also quoted in the same article, as follows: 


* Mr. Halleck’s resolution was adopted by the House at its session on April 10, 1943. 
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I do not approve of a policy that would obliterate trade-names of standard goods 
whose reputations have been built up over many years and which constitute valuable 
business assets. 


And let me add that in concerning ourselves with this problem we concern our- 
selves with a public problem rather than merely a problem of business. Brands have 
a public value. By long experience, the housewife and the ordinary citizen have 
learned that certain brands are satisfactory and that these brands guarantee a desired 
quality. It is a disservice to the housewife and to all citizens to deprive them of these 
guides to intelligent purchasing of goods unless the need therefor is clearly demon- 
strated. The brands should be protected, therefore, more in the interest of the con- 
sumer than in the interest of the owner of a brand who has created public confidence 
by selling an honest quality of service under that brand. 

I urge that special attention be given in this investigation to what efforts, if any, 
have been made to correlate the activities of the OPA with the operations of the 
Food and Drug Administration. I would like to make very sure we are not dis- 
regarding the long experience of the Food and Drug Administration and turning 
some of its activities over to the people Leon Henderson brought in to man OPA 
and Civilian Supply. 

I believe if we are going into a wholesale job of grade labeling, the Congress owes 
it to the people, in view of its long support of the Food and Drug Administration, to 
make certain there is a proper correlation of activities and no overlapping. We 
might find a way to contribute to the manpower problem by approaching the question 
from this angle.” 


EDWARD S. WOOD 


Edward S. Wood, Sr., chairman of the board of directors and former president 
of the Esterbrook Steel Pen Manufacturing Company, and for many years a director 
of the United States Trade-Mark Association passed away on March 22, 1943, after 
a year’s illness. 

Entering the employ of the pen company as errand boy on October 1, 1887, he 
made rapid advancement till in March, 1930, he became its president, succeeding the 
late J. Henry Longmaid, also a former director of this Association. 

Mr. Wood was born in Camden, N. J., on August 7, 1868, a descendant of the 
early Quaker settlers of the region and all his life resided at the old family home in 
Cinnaminson, near Camden. 

In the midst of a busy life, Mr. Wood found time to aid many other concerns and 
causes. He was director of the Camden Safe Deposit & Trust Company, the 
Camden Fire Insurance Association, a member of the Camden County Chamber of 
Commerce and a founder of the Riverton Country Club, of which he later held the 
golf championship. He was also a charter member of the Philadelphia Stationer’s 
Association and a member of the board of managers of the Cooper Hospital at 
Camden. 

Mr. Wood is survived by his widow, the former Mary W. Reeve, and by three 
sons. 
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In Mr. Wood’s death, this Association has lost a true friend and supporter, who 
was never too busy to give thought and time to its problems or to suggest ways and 
means to solve them. His passing is felt as a distinct loss by his fellow directors, 
who will at the proper time, in fitting resolutions, express their appreciation of his 
unselfish service. 


L. E. D. 


INDIAN TRADE-MARK LAW 





The Trade-Mark Act No. V of 1940 covering the whole of British India (out- 
side the Indian States) came into effect on June 1, 1942, after the publication of the 
Trade-Mark Rules on May 23, 1942. Prior to the coming into effect of the law 
only two sections of the Act were enforced: Sections 1 and 85. The first section 
merely indicated the territorial extent of the Act and provided that it and Section 85 
would come into force at once. 

Section 85 enabled intending applicants to deposit their trade-marks at the 
Patent Office before the coming into force of the remaining provisions of the Act: 
“provided that the deposit of a trade-mark under this Section shall not affect any 
right, existing or accruing, in the trade-mark.” Deposit of marks under this section 
commenced on October 1, 1940, and closed with the coming into effect of the Act. 
The section has now died a natural death. 

Applicants under this section set forth inter alia the date of first use claimed in 
respect of their marks in order to thus provide the Registrar with a temporary 
Register of Trade-Marks being used in India. When the remainder of the Act 
came into effect and it was possible to apply for formal registration, the Registrar 
used such temporary Register by advising the proprietors of deposited trademarks 
of formal applications for registration of the same or similar marks under the prin- 
cipal Act, affording to the former an opportunity to oppose. Thus, the effect of 
deposit under Section 85 carries a presumption in favor of the depositor and casts 
the burden of proving prior use upon the party who has not deposited his mark 
under this section. 

Needless to say that deposit under Section 85 is not a substitute for registration 
under the principal Act nor is such deposit a prerequisite to obtaining registration 
under such Act. 


THE IMPORTANCE OF TRADE-MARKS IN CHINESE TRADE 





The following article appearing in a recent issue of a British exchange will be of 
interest to American manufacturers who are planning to build up a post-war market 
for their products in China: 


“With the abolition of extraterritoriality, post-war trade with China is likely 
to be as important as if not more important than, trade with any other place in the 
world, though it is possible that those parts at present in enemy occupation may have 
considerable currency confusion to face once their country is cleared of the 
Japanese. 
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“Exchange, however, has never been a formidable barrier to the Chinese; they 
seem to thrive on it and have had centuries of experience in dealing with the prob- 
lem, and they and the exchange banks may be trusted to find a way out of the 
difficulty. Even so, trade with China is not all plain sailing, and although in recent 
years the Chinese have responded well to British and American methods of trade 
and finance, there are many customs and peculiarities that have existed for genera- 
tions which will not be readily discarded. The first is the “chop” or trade-mark. 
In pre-war days it was a commonplace that the commercial machine of China was 
often clogged by mutual suspicion; it creaked along in the manner of centuries 
ago, and every person who had an article to sell, and who wished to continue to sell 
that article, distinguished it by his particular chop, and once it became known that 
mark was held in high esteem by Chinese traders. 

“European traders of long experience with China have always agreed that their 
goods were sold on the strength of their chop, and it is reasonable to suppose that 
any person wishful to export goods for consumption in China should use a ‘chop.’ 
It is most advantageous for new types of goods to be introduced by a well-known 
chop. The Chinese will pay well for goods bearing a trade-mark they know. Once 
they are used to a particular chop, they have such faith in it that it becomes a sign 
of great intrinsic value. The registration of trade-marks in China, promulgated as 
long ago as 1923, was in reality a recognition by the Government of the importance 
of trade-marks and, if anything, it enhanced the value of well-known ‘chops’ of the 
large European and American firms.’” 


TRADE SLOGANS 


In accordance with our custom, we publish below two trade slogans in use by a 
member, with a view to placing on record the member’s claim thereto. This service 
is rendered without charge to all regular members of the Association : 


“Honeytones by Inecto Hair Coloring,” Sales Affiliates, Inc. 
“The Gremlin Curl Coil,” Sales Affiliates, Inc. 


1 Times Trade and Engineering, January, 1943. 
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WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941 and the May, 1942, Reporter, delivered in condition 
for binding. 

For Sale: Master Index to vols. 1-14 of the Reporter, cloth or buckram, 
$5.00. 


Master Index to vols. 15-26 of the Reporter, in either binding, 
$10.00. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 
Address: 
UNITED STATES TRADE-MARK ASSOCIATION, 


522 FirtH AVENUE, 


New York Clty. 








